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DETAILED ACTION 



Specification 

1 . The disclosure is objected to because of the following informalities: the attorney docket 
numbers used at page one, paragraph 1 to incorporate U.S. Patent Applications by reference 
should be replaced with their corresponding U.S. serial numbers. Any attorney docket numbers 
that are present elsewhere in the specification should also be replaced accordingly. 

Appropriate correction is required. 

Claim Suggestions 

2. Regarding claim 8, line 7, replacing "control signal being is based on" with - -control 
signal is based on- - is suggested. 

Claim Objections - 37 CFR L 75(a) 

3. The following is a quotation of 37 CFR 1 .75(a): 

The specification must conclude with a claim particularly pointing out and distinctly claiming the subject matter 
which the applicant regards as his invention or discovery. 

4. Claim 16, 18, and 19 are objected to under 37 CFR 1.75(a), as failing to particularly point 
out and distinctly claim the subject matter which application regards as his invention or 
discovery. 

Regarding claim 16, the phrase "means producing" at lines 3 and 5 is unclear, due to the 
fact that lines 2 and 4 recite "means for producing." The use of "means producing" makes it 
unclear as to whether or not applicant intends to invoke 35 USC 112, sixth paragraph. As lines 2 
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and 4 use explicit "means for" language, it will be assumed for examination purposes that 
applicant intended for every limitation of claim 16 to be treated under 35 USC 112, sixth 
paragraph. Replacing "means producing" with - - means for producing - - at lines 3 and 5 is 
suggested. 

Regarding claim 1 8, it is unclear whether this claim is drawn to an apparatus or a method. 
"A xerographic marking device" is interpreted to be the preamble of the claim, stating intended 
use or purpose. "Using" is interpreted to be the transitional phrase. Therefore the body of the 
claim, "the method of claim 1," recites no structure. Given that an apparatus must be defined by 
and distinguish itself from the prior art in terms of "structure" (i.e., "While features of an 
apparatus may be recited either structurally or functionally, claims directed to an apparatus must 
be distinguished from the prior art in terms of structure rather than function. In re Schreiber, 128 
F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997)" - MPEP 21 14), and in light of 
the fact that claim 18 does not appear to recite structure in the body of the claim, it is unclear 
whether an apparatus is being claimed at all. 

A corresponding objection also applies to claim 19. 

Claim Objections - 3 7 CFR 1. 75(d)(1) 

5. The following is a quotation of 37 CFR 1.75(d)(1): 

The claim or claims must conform to the invention as set forth in the remainder of the specification and the terms 
and phrases used in the claims must find clear support or antecedent basis in the description so that the meaning 
of the terms in the claims may be ascertainable by reference to the description. 

6. Claims 1 and 17 are objected to under 37 CFR 1.75(d)(1), as failing to conform to the 
invention as set forth in the remainder of the specification. 
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Claim 1, line 4 recites "adding the frequency measurement signal to an image data signal 
to produce an output signal." In accordance with the remainder of the specification, it is the 
multiplied frequency measurement signal, not the frequency measurement signal that is added to 
image data to produce an output signal. Therefore, the following will be assumed for 
examination purposes: 

From 

"adding the frequency measurement signal", 

To: 

- - adding the multiplied frequency measurement signal - - 

Claim 17 recites "a computer-readable medium or a carrier wave encoded to perform the 
method of claim 1 ." There is no support for this limitation in the remainder of the specification. 
As claim 17 is an original claim, and therefore is self-supporting, the examiner suggests 
amending the specification to include the limitation of claim 17 without adding any new matter. 



Application/Control Number: 10/776,612 
Art Unit: 2609 



Page 5 



Claim Rejections - 35 USC §101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions 
and requirements of this title. 

8. The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex IV, reads as 
follows: 

Claims that recite nothing but the physical characteristics of a form of energy, such as a frequency, voltage, 
or the strength of a magnetic field, define energy or magnetism, per se, and as such are nonstatutory natural 
phenomena. O'Reilly, 56 U.S. (15 How.) at 1 12-14. Moreover, it does not appear that a claim reciting a 
signal encoded with functional descriptive material falls within any of the categories of patentable subject 
matter set forth in Sec. 101. 

... a signal does not fall within one of the four statutory classes of Sec. 101 . 

... signal claims are ineligible for patent protection because they do not fall within any of the four 
statutory classes of Sec. 1 0 1 . 

9. Claim 17 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter as follows. Claim 17 defines a carrier wave encoded with 
descriptive material. While "functional descriptive material" may be claimed as a statutory 
product (i.e., a "manufacture") when embodied on a tangible computer readable medium, a 
carrier wave embodying that same functional descriptive material is neither a process nor a 
product (i.e., a tangible "thing") and therefore does not fall within one of the four statutory 
classes of § 101 . Rather, a "carrier wave" is a form of energy, in the absence of any physical 
structure or tangible material. 

Additionally, claim 17 recites "a computer-readable medium or a carrier wave encoded to 
perform the method of claim 1." A computer-readable medium by itself is not capable of 
performing any method. The examiner suggests amending claim 17 as follows: 
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From 

"A computer-readable medium or a carrier wave encoded to perform the method 
of claim 1." 

To 

- - A computer-readable medium encoded with instructions which, when executed 
by a computer, cause the method of claim 1 to occur. - - 



Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

11. Claims 1, 2, 3, 6, 8, 9, 10, 13, 15, 16, and 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Williams (US 6229923 B 1 ). 

Regarding claims 1 and 8, Williams discloses a method and corresponding apparatus for 
estimating a screen frequency from image data comprising: multiplying a frequency 



measurement signal by a factor (Fig. 9: "Screen" 881 is generated based on a frequency 
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measurement from "Fuzzy Segmentor" 80. see "To implement the fuzzy screening. . at column 
20, line 32. "Screen" is multiplied by factor "Screen Weight" 883 using multiplier 885); adding 
the - - multiplied - - frequency measurement signal to an image data signal to produce an output 
signal (Fig. 9: the output of multiplier 885 is added to "Video" by adder 89); and adjusting the 
factor multiplied to the frequency measurement signal based on a control signal, wherein the 
control signal is based on a characteristic of the image data (see Fig. 9, control signal is signal 
from "Fuzzy Segmentor" 80 to "Screen Weight" 883. "The screen weighting circuit 883 
generates a weighting factor in response to the values in the membership vector. . ." at column 21, 
line 18). 

Regarding claims 2 and 9, Williams discloses measuring a contrast within a window of 
the image data to produce the control signal (see column 1 5, line 60. The control signal is based 
on the "summation of the squares of the Laplacian of every pixel in the block"). 

Regarding claims 3 and 10, Williams discloses filtering the image data using a low-pass 
filter to produce the image data signal (Fig. 7, "Video" is processed using "Low Pass Filter" 81). 

Regarding claims 6 and 13, Williams discloses subtracting a frequency signal from the 
image data signal, to produce the frequency measurement signal (Fig. 23: output of 
"Programmable Delay Line" 602 is subtracted from the output of "Peak Detection" 600 by "Peak 
Detection" 604 in order to produce the frequency estimate signal). 

Regarding claim 15, "means for" will be interpreted for examination purposes as being 
implemented using hardware or a hardware/software combination. Williams discloses means for 
combining a multiplied frequency measurement signal with an image data signal to produce an 
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output signal (see grounds for rejection for claim 1); and means for adjusting a factor multiplied 
to the frequency measurement signal (see grounds for rejection for claim 1). 

Regarding claim 16, "means for" will be interpreted for examination purposes as being 
implemented using hardware or a hardware/software combination. Williams discloses means for 
measuring contrast of the image data (see grounds for rejection for claim 2); means producing 
the image data signal (Fig. 2, numeral 10 "Data Buffer"); means for producing the screen 
frequency estimate (Fig. 9, numeral 80 "Fuzzy Segmentor" produces a "membership value" for 
each pixel in the image data. Possible membership values include "low frequency halftone" and 
"high frequency halftone." See column 21, line 17); and means producing the frequency 
measurement signal (Fig. 9, numeral 881 "Screen" see grounds of rejection for claim 1). 

Regarding claim 17, Williams discloses a computer-readable medium or a carri e r wavo 
encoded to p e rform - - with instructions which, when executed by a computer, cause - - the 
method of claim 1 - - to occur - - ("the image processing system of the present invention can be 
readily implemented on a general purpose computer, a personal computer or workstation" at 
column 38, line 41). 

12. Claims 1, 4, 5, 8, 1 1, and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Eglit (US 6011538 A). 

Regarding claims 1 and 8, Eglit discloses multiplying a frequency measurement signal 
by a factor; adding the - - multiplied - - frequency measurement signal to an image data signal to 
produce an output signal (see Fig. 6); and adjusting the factor multiplied to the frequency 
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measurement signal based on a control signal, wherein the control signal is based on a 
characteristic of the image data (see Fig. 6, step 640. "the sampling frequency is chosen to be 
1/2 the optimal sampling frequency" at column 6, line 44. I.e. in this example, the factor is 
multiplied by 1/2). 

Regarding claims 4 and 11, Eglit discloses sub-sampling the image data to produce the 
image data signal (Fig. 6, step 640: "Sample the Analog Display Signal at Less Than the Optimal 
Frequency." "As only 1/2 of the positions. . . would be sampled" at column 6, line 46). 

Regarding claims 5 and 12, Eglit discloses interpolating the output signal to produce the 
screen frequency estimate (Fig. 6, step 650: "Upscale the Image Resulting From Step 340." The 
output is an estimate of the frequency of the display screen). 

13. Claims 18 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by Merz et al. 
(US 6246776 Bl). 

Regarding claims 18 and 19, Merz discloses a xerographic marking device and a digital 
photocopier using the method of claim 1 ("FIGS. 1 and 2 show. . . The image recording media 
determination apparatus 10 is incorporated into a conventional image processing device 12 such 
as. . . a xerographic photocopier that performs an image processing function" at column 2, line 
62. "Claims directed to an apparatus must be distinguished from the prior art in terms of 
structure rather than function. In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431- 
32." (-MPEP 2114) Therefore the xerographic marking device/digital photocopier taught by 
Merz is capable of performing the claimed function and so anticipates the claimed subject 
matter). 
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Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

15. Claims 7 and 14 rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Williams and Seidner (US 5333064 A). 

Regarding claims 7 and 14, Williams does not disclose outputting the output signal, 
which is an estimate of the screen frequency, to a de-screening device. 

Seidner teaches evaluating screen parameters including screen frequency, then outputting 
the screen parameters to a de-screening section (see Fig. 7). 

It would have been obvious at the time the invention was made to one of ordinary skill in 
the art to output the screen frequency estimate taught by Williams to the de-screening system 
taught by Seidner, so that the screen frequency estimate could ultimately be used to remove the 
halftone screen, eliminating the possibility of a moire effect when the image is reproduced ("It is 
common to desire to reproduce the half-tone master on a reproduction system other than that 
used to produce it. . . Since the screen used for the second printing method is typically different 
from the original screen, a Moire effect will arise if the original screen is not removed. The 
process of removing the original screen before rescreening is known as descreening, or half-tone 
(HT) to continuous tone (CT) conversion, various elements of which are known in the art." At 
Seidner column 1, line 16). 



Application/Control Number: 10/776,612 
Art Unit: 2609 



Page 1 1 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan K. Tyler whose telephone number is 571-270-1584. The 
examiner can normally be reached on M-F 7:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Werner can be reached on 571-272-7401 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Nathan K TVler 
Examiner 
Art Unit 2609 



